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Remarks 

The final Office Action mailed 10 September 2002 has been received and 
reviewed. Claims 12-16 having been allowed, claims 1 7, 43, 49, and 5 1 having been amended, 
claims 45 and 46 having been cancelled, and claims 52-53 having been added, the pending 
claims are claims 12-17, 39-44, 47-49, and 51-53. 

Claim 51 has been rewritten in independent form. Applicants assert, as indicated 
by the Examiner, that this claim is now allowable. 

Claims 1 7 and 49 have been amended to recite primers specific for nucleic acid 
characteristic of OXA family beta lactamase enzymes excluding OXA-1, 10, 1 1, 14, 16 and 17. 
Claim 43 has been amended to recite primers specific for nucleic acid characteristic of OXA-5, 6, 
7 and 13 beta lactamase enzymes. Applicants respectfully assert that by reciting a subgenus of x 
the OXA family in these claims (e.g., by excluding the prior art). Applicants are not claiming 
new matter- Application of Johnson, 55 F.2d 1008, 1019 (1977) (Appendix B), 

Claims 52 has been added to claim a method for identifying a beta-lactamase in a 
clinical sample including providing a pair of oligonucleotide primers wherein the primers are 
selected fix)m the group of primers the Examiner has indicated are allowable. Support for this 
claim is found in the claims and in the specification at page 1 3, line 3 1 to page 1 5, line 1 7. 
Claim 53 have been added to claim a method for identifying a beta-lactamase in a clinical sample 
including matter analogous to that recited in claims 44 and 46, which the Examiner indicated 
would be allowable if rewritten in independent form. 

Applicants assert that no new matter has been added as a result of these 

amendments. 

Reconsideration and withdrawal of the rejections based on the above amendments 
and the following comments are respectfully requested. 
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The 35 U,S.C S102 Rejection 

The Examiner rejected claims 17 and 43 under 35 U.S.C. § 102(a) as being 
anticipated by Vahaboglu et al. (J. Clin. Microbiology, 36, 827-829, March 1998). 

The Examiner rejected claims 1 7 and 45 under 35 U.S.C. §1 02(a) as being 
anticipated by Speldooren et al. (Antimicrobial Agents and Chemotherapy, 42, 879-884, April 
1998). 

The Examiner rejected claims 17 and 45 under 35 U.S.C. § 102(a) as being 
anticipated by Siu et al (APMIS, 106, 917-920, September 199S). 

Claim 45, having been cancelled, renders the rejections to this claim moot. As to 
claim 17 and 43, Applicants respectfully traverse these rejections. 

Claim 1 7 has been amended to recite a method for identifying a beta-lactamase in 
a sample that includes providing a pair of oligonucleotide primers specific for nucleic acid 
characteristic of the OXA family beta-lactamase enzymes excluding OXA-l, 10, 11, 14, 16, and 
17. Claim 43 has been amended to recite the method of claim 17 wherein tlie primers are 
specific for nucleic acid characteristic of the OXA-5, 6, 7, and 13 beta-lactamase enzymes. 
Applicants respectfully submit that neither Vahaboglu et al., Speldooren et al., nor Siu et al. 
teach or suggest Applicants' claims 17, and 43, as amended. Applicants, therefore, respectfully 
request reconsideration and withdrawal of the rejections. 

The 35 U.S.C> S103 Rejection 

The Examiner rejected claim 49 under 35 U.S.C. § 103(a) as being unpatentable 
over Vahaboglu et al. (1998) as applied to claims 17 and 45 above, and further in view of Fluit et 
al. (WO 91/08305). Applicants respectfully traverse this rejection. Furthermore, Applicants 
respectfully point out that Vahaboglu et al. was not applied to claim 45 in a rejection under 35 
U.S.C, §102, above. Claims 17 and 43 were rejected under 33 U.S,C. §102. Nonetheless, as 
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indicated above, Applicants assert that none of the present claims, as amended, are anticipated by 
Vahaboglu et al. 

Claim 49 has been amended to recite a diagnostic kit including providing a pair of 
oligonucleotide primers specific for nucleic acid characteristic of beta-lactamase enzymes of the 
same scope as recited in claim 17. As indicated above, Applicants respecfiilly assert that 
Vahaboglu et al. neither teach nor suggest Applicants' claims, as amended. 

Additionally, Fluit et al., neither teach nor suggest the diagnostic kit as recited in 
claim 49, as amended. Therefore, Applicants submit that claim 49, as amended is patentable 
over Vahaboglu et al. in view of Fluit et aL Reconsideration and withdrawal of the rejection is 
respectfully requested. 

Claims Objected to as Beiny Dependent Upon a Rejected Base Claim 

The Examiner objected to claims 39-42, 44, 46-48, and 50 as being dependent 
upon a rejected base claim, but indicated they would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any intervening claims. Applicant 
respectfully submits tfiat the claims firom which these claims depend are allowable as amended. 
Applicant, therefore, respectfully requests reconsideration and withdrawal of the objection to 
claims 39-42, 44, 46-48, and 50, 

Allowed Claims 
Applicants thank the Examiner for allowing claims 12-16. 

Summary 

It is respectfully submitted that the pending claims 12-17, 39-44, 47-49, and 51-53 
are in condition for allowance and notification to that effect is respectfully requested. 
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The Examiner is invited to contact Applicants' Representatives, at the below- 
listed telephone number, if it is believed that prosecution of this application may be assisted 
thereby. 



Date 



Respectfully submitted for 
Nancy D. Hanson et al., 
By 

Muetlng, Raasch & Gebhardt, P.A. 
P.O. Box 581415 
Minneapolis, MN 55458-1415 
Phone: (612) 305-1220 
Facsimile: (612)305-1228 
Customer Number 26813 



26813 




Ann M, Mueting 
Reg, No. 33,977 
Direct Dial (612)305-1217 
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The undersigned hereby certifies thai Ihis paper is being transmitted by facsimiJe in accordance with 37 CFR § 1.6(d) 
to the Patent and Trademark OfOce, addrc55|4 to Assistant Commissioner for PaienLs, Washington, D.C. 2023 1, on 
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inie:/KatlTleen Franklin 



By: 

Name: 



Received from < 6123051228 > at 12110102 5:16:43 PM [Eastern Standard Time] 



